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DETAILED ACTION 

1 . Claims 1-20 are pending as amended on 05 October 2005. 

Information Disclosure Statement 

2. The information disclosure statements submitted on 05 October 2005 is in 
compliance with the provisions of 37 CFR 1 .97. Accordingly, the examiner has 
considered the information disclosure statements. 

Objection 

3. The Abstract in line 2 indicates a description of a phenolic compound of Formula 
(I). However, the structural formula representation of the compound is not shown within 
the paragraph of the Abstract. Appropriate correction is required 

4. In the specification of page 8, line 29, "preferably greater than 2.5" is presented 
as "preferably greater than 2,5". Appropriate correction is required. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 17 provides for the use of a Mannich base, but, since the claim does not 
set forth any steps involved in the method/process, it is unclear what method/process 
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applicant is intending to encompass. A claim is indefinite where it merely recites a use 
without any active, positive steps delimiting how this use is actually practiced. 



Claim Rejections - 35 USC § 101 
6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 17 is rejected under 35 U.S.C. 101 because the claimed recitation of a 
use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd. App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 



Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



8. Claims 1-20 are rejected under 35 U.S.C. 102(b) as being anticipated by US 
Patent 5,688,905 (Walker hereinafter). 
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Walker teaches an amine hardener composition for curing epoxy resin based 
coatings and related products comprising (A) a diamine containing both a primary and a 
tertiary amine and corresponds to the following structure: 



where Ri and R2 are independently C1 - Cs alkyl; and n is 2-6, (B) an epoxy curing 
agent which is a Mannich base and (C) other active hydrogen containing diamines or 
polyamines (Column 3, lines 30-56). 

The Mannich bases are condensates of phenol or an alkyl phenol, formaldehyde, 
and a di- or polyamine (column 4, lines 51-53), such as diethylenetriamine, 
triethylenetetramine, tetraethylenepentamine (column 4, lines 42-44). Component C is 
optionally present in the amine hardener composition and includes diamines and 
polyamines containing three or more active hydrogens. Examples include polyethylene 
amines (ethylenediamine diethylenetriamine, triethylenetetramine, pentaethylene- 
hexamine and the like), 1,2-propylenediamine, 1 ,3-propylenediamine, 1,4- 
butanediamine, 1,5-pentanediamine, 1 ,5-hexanediamine, 1 ,3-pentanediamine, 1,6- 
hexanediamine, 3,3,5-trimethyl-1 ,6-hexanediamine, 3,5,5-trimethyl-1 ,6-hexanediamine, 
2-methyl-1 ,5-pentanediamine, bis-(3-aminopropyl)amine, N,N'-bis-(3-aminopropyl)-1 ,2- 
ethanediamine, N-(3-amino-propyl)-1 ,2-ethanediamine, 1 ,2-diaminocyclohexane, 1,3- 
diaminocyclohexane, 1 ,4-diaminocyclohexane, aminoethylpiperazine (Column5, lines 1- 




15). 
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Walker further discloses that the hardener compositions can be combined with 
epoxy resin at a normal use level (column 5, lines 33-34). 



Double Patenting 

9. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



10. Claims 1-6 and 9-16 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-6 of copending 
Application No. 10/552,481. 

Although the conflicting claims are not identical, they are not patentably distinct 
from each other because while the copending application claims a two-component resin 
composition, the composition it claims reads on the composition of the instant claims in 
an anticipatory manner. 
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This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not yet been patented. 



Conclusion 

1 1 . Goeke (US Patent 4,269,742) and Hunter (WO 98/1 5588), cited as an X- 
reference on the international search report for PCT/EP04/50697, from which the instant 
application claims priority, teach amine compounds that can be used as hardener for 
epoxy compounds, prepared by Mannich base and a polyamine compound but fails to 
teach the presence of tertiary amine. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ATNAF ADMASU whose telephone number is (571)270- 
5465. The examiner can normally be reached on M-F 8:00-5:30, Flexible Schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Pyon can be reached on 571-272-1498. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/ASA/ /Timothy J. Kugel/ 

Primary Examiner, Art Unit 1796 



